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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Group I, claims 1-10, in the reply filed on 19 January 2007 
is acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claims 11-18 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 19 January 2007. 

35 U.S.C. § 112, Second Paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites a hybrid polypeptide sequence "identified as SEQ ID NO: 6," 
which "comprises" a VIP component and a GHRH component, and which is a selective 
VPAC1 receptor antagonist. Due to the recitation of "identified as" AND "comprising," it 
is not clear if the claim is limited to a peptide consisting of SEQ ID NO: 6, a peptide 
comprising SEQ ID NO: 6, or peptides that are variants of SEQ ID NO: 6. Thus, the 
metes and bounds of the claims cannot be determined. 
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Claim Objections 

Claims 2-10 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. As discussed 
above, it is unclear if the claims are limited to a peptide consisting of SEQ ID NO: 6, a 
peptide comprising SEQ ID NO: 6, or peptides that are variants of SEQ ID NO: 6. If 
claim 1 is intended to be limited to a peptide consisting of SEQ ID NO: 6, then all of the 
activity limitations recited in claims 2-1 0 fail to further limit the peptide of claim 1 , since 
these activities would all be inherent to the peptide. 

35 U.S.C. § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
98/02453. 

As discussed above, it is unclear if the claims are limited to a peptide consisting 
of SEQ ID NO: 6, a peptide comprising SEQ ID NO: 6, or peptides that are variants of 
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SEQ ID NO: 6. The broadest reasonable interpretation of the claims is that they 
encompass variants of SEQ ID NO: 6 with similar activities. 

WO 98/02453 teaches hybrid polypeptide sequences comprising a VIP 
component and a GHRH component, wherein the hybrid sequence is a selective 
VPAC1 antagonist. See peptide PG 97-269, page 1; top of p. 6. See IC50 ranges, p. 5, 
last paragraph; pp. 6-7. It is noted that the reference refers to VPAC1 receptor as VIP1 
receptor. It is further noted that the reference's PG 97-269 differs from instant SEQ ID 
NO: 6 by only one amino acid residue: 

PG 97-2 69 HFDAVFTNSYRKVLKRLSARKLLQDIL 

I I I I I I I I I I I I I I I I I I I I I I I I II 
SEQ ID NO: 6: HFDAVFTNSYRKVLKRLSARKLLQSIL 

It would have been reasonable to expect that PG 97-269 would have had similar 
activities to instant SEQ ID NO: 6 given the close structural similarity, absent evidence 
to the contrary. 

Therefore, the claims do not define subject matter that is novel compared with 
WO 98/02453. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth C. Kemmerer, Ph.D. whose telephone number 
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is (571) 272-0874. The examiner can normally be reached on Monday through 
Thursday, 7:00 a.m. to 5:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Nickol, Ph.D. can be reached on (571) 272-0835. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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